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REMARKS 

Claims 1-27 were examined by the Office, and in the final Office Action of May 9, 2007 all 
claims are rejected. Applicant respectfully submits that the Office has committed clear error in 
rejecting the claims, because the Office has failed to show that there is proper motivation to combine 
the cited references, and in turn that the cited references, alone or in combination, disclose or suggest 
all of the limitations recited in the claims. Applicant respectfully requests reconsideration and 
withdrawal of the rejections in light of the following discussion. 

This Pre- Appeal Brief Request for Review is submitted along with a Notice of Appeal. 

Claim Rejections Under § 103 

On page 2 of the Office Action, claims 1-2, 5-6, 8-13, 24-25 and 27 are rejected under 35 
U.S.C. § 103(a) as unpatentable over Hamalinen et al. (WO 01/31958) in view of Park et al. (U.S. 
Patent No. 6,385,437). Applicant respectfully submits that claim 1 is not disclosed or suggested by 
the cited references, alone or in combination, because there is no motivation to combine the cited 
references to arrive at the limitations recited in claim 1. 

Claim 1 recites changing the operation of a mobile station into a combined slotted 
communication mode and measurement mode for preparing for an interfrequency handover, if a 
criterion specifying that a quality of a downlink signal is worse than a quality represented by a first 
target value is fulfilled. In claim 1, the first target value depends on a second target value, and the 
second target value is related to an outer loop power control of a transmission power of the downlink 
signal. Therefore, when the quality of the downlink signal is worse than the quality represented by 
the first target value the criterion is fulfilled, and the mobile station prepares for an interfrequency 
handover. The present application, as recited in claim 1, uses the first target value that depends on 
the second target value related to outer loop power control as part of the determination as to when to 
prepare for an interfrequency handover. In contrast to claim 1, none of the cited references, disclose 
or suggest using a first target value depending on a second target value in making a determination as 
to when to prepare for an interfrequency handover. 

Furthermore, even if the elements recited in claim 1 were separately known in the art, which 
applicant does not admit, the Office must show some motivation or suggestion to combine the 
teachings to arrive at the limitations recited in claim 1. While the Office asserts on page 18 of the 
Office Action that the idea of a first threshold being dependent upon a second threshold related to 
outer loop power control is known, citing Blanc (U.S. Patent No. 6,341,225), the Office offers no 
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motivation or suggestion as to why one of skill in the art would be motivated to use the first 
threshold as part of a criteria related to when a mobile station should prepare for an interfrequency 
handover, as recited in claim 1 . 

Hamalainen is directed to a method in which as a response to fulfilment of at least one 
criteria during continuous communication mode, the operation of a mobile station is changed into 
the combined slotted communication mode and measurement mode. See Hamalainen Abstract. In 
contrast to claim 1, the criteria discussed in Hamalainen are (1) the serving base station repeatedly 
asks for more uplink power, (2) the level of wideband interference appears to be higher than it 
should be, (3a) the non-orthogonal narrowband neighboring channel interference obtained from 
measurements on own channel is high, and (3b) the total non-orthongonal narrowband interference is 
remarkably higher than an estimated co-channel non-orthogonal interference. For criteria 3b, 
Hamalainen discusses that it is advantageous to set a threshold value at least by which the total 
narrowband interference must be higher than the estimate before the criteria is considered fulfilled, 
because the estimate is not an exact value. See Hamalainen page 1 1, lines 5-9. In contrast, the 
criteria recited in claim 1 is that the quality of a downlink signal is worse than a quality represented 
by the first target value. The first target value depends on the second target value, and is not merely 
an estimate of co-channel interference as discussed in Hamalainen. Therefore, based on the 
teachings of Hamalainen, one of skill in the art would not be motivated to use the criteria recited in 
claim 1, because Hamalainen completely fails to disclose or suggest anything related to outer loop 
power control as acknowledged by the Office on page 3 of the Office Action. 

Furthermore, one of skill in the art would not be motivated to combine the teachings of Park 
with those of Hamalainen to arrive at the limitations recited in claim 1. Park is directed to a power 
control method for a mobile station which has at least one compressed mode frame. As set forth in the 
Abstract of Park, a compressed mode frame includes a data transmission duration where data is 
transmitted at a first frequency and a data transmission-off duration where a second frequency is 
searched to perform an inter- frequency handoff to the second frequency. The transmission power 
during the data transmission duration is increased to compensate for the loss of transmission power 
during the data transmission-off duration, and the method disclosed in Park is for the base station to set 
a power control threshold depending on the length of the data transmission-off duration. Thus, the base 
station receives transmission power-increased data from the mobile station and compares the received 
signal power of the data signal with the power control threshold. The base station generates a power-up 
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command when the power control threshold is higher than the receiving power and generates a power- 
down command when the power control threshold is lower than the received signal power. 

Thus, Park discloses a method in which the outer loop power control target is increased by an 
incremental amount (A targ et) in a frame where compressed mode is used and inter-frequency handovers 
are made. In contrast, in claim 1 SIR is compared to an outer loop target (first target value that depends 
on a second target value related to outer loop power control of a transmission power of the downlink 
signal) and used as a trigger for interfrequency handover and therefore compressed mode. 

There is no suggestion at all in Park or Hamalainen of changing the operation of the mobile 
station from continuous communication mode to combined slotted communication mode and 
measurement mode depending upon a target being exceeded, where that target itself is related to outer 
loop power control of a transmission power of the downlink signal to the mobile station. Instead, the 
Office has committed clear error by engaging in impermissible hindsight reasoning to arrive at the 
limitations recited in claim 1 . When making an obviousness determination the invention cannot be 
evaluated part by part. Ruizv.A.B. Chance Co., 69 USPQ2d 1686, 1690 (Fed. Cir. 2004). 
Otherwise an obviousness assessment breaks an invention into its component parts (A+B+C), and 
finds a prior art reference containing A, another containing B, and another containing C, and on that ■ 
basis alone declare the invention obvious. Id. Using the invention as a roadmap in order to find its 
components in the prior art is impermissible hindsight reasoning. Id.; see also In re Gorman, 18 
USPQ2d 1885, 1888 (Fed. Cir. 1991) (it is impermissible simply to engage in hindsight 
reconstruction of the claimed invention using the applicant's structure as a template and selecting 
elements from references to fill the gaps). When an invention is contended to be obvious based on a 
combination of elements across different references, there must be a suggestion, motivation or 
teaching to those skilled in the art for such a combination. Barbell Co. v. USA Sports Inc., 73 
USPQ2d 1225, 1227 (Fed. Cir. 2004) (emphasis added). The Office has engaged in impermissible 
hindsight reasoning by using the invention recited in claim 1 as a roadmap, and finding its 
component parts from the teachings of the cited references. The Office's reliance upon Blanc on 
page 18 of the Office Action evidences that the Office has merely found the component parts of 
claim 1, without providing proper motivation or suggestion to combine the teachings to arrive at the 
claimed limitations. However, there is no motivation or suggestion to combine the cited references to 
create a criteria based on the quality of the downlink signal in relation to the quality represented by a 
first target value, as recited in claim 1 . Therefore, for all of the foregoing reasons, it is respectfully 
submitted that claim 1 is not disclosed or suggested by the cited references, alone or incombination. 
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Since claim 1 is believed to be not suggested by Hamalainen in view of Park, it is respectfully 
submitted that claims 2, 5, 6 and 8-13 are also not suggested by Hamalainen in view of Park since all of 
these claims ultimately depend from claim 1 . 

Similarly, independent method claim 24, independent mobile station claim 25, and independent 
mobile station claim 27 recite limitations similar to claim 1 and, for similar reasons, are believed to be 
not suggested by Hamalainen in combination with Park. 

Furthermore, claims 3, 4 and 7 are believed to be not suggested by Hamalainen in view of Park 
further in view of Tiedmann, Jr. et al (U.S. Publ Appl. No. 2002/0126739), since each of these claims 
ultimately depend from claim 1 which is believed to be allowable. 

Similarly, dependent claims 14-22 which ultimately depend from claim 1 and claim 26 which 
depends from claim 25 are believed to be not suggested by Hamalainen in view of Park, further in view 
of Wakizaka (U.S. Patent No. 6,081,714), due to the fact that each of these claims depend from an 
independent claim which is believed to be distinguished over the cited art. 

Finally, claim 23 which is rejected as obvious in view of Hamalainen, further in view of Park, 
further in view of Subrahmanya (U.S. Patent No. 6,807,429), is believed to be allowable in view of its 
dependency from claim 1 . 

Conclusion 

The rejections of the Office Action having been shown to be inapplicable, withdrawal thereof 
is requested, and passage to issue of the present application is earnestly solicited. The undersigned 
hereby authorizes the Commissioner to charge deposit account 23-0442 for any fee deficiency 
required to submit this response. 

Respectfully submitted, 
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